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DETAILED ACTION 

This is the first Office Action in response to the application filed on January 9, 
2002 and titled: "Wealth Transfer Plan Using In Kind Loan Repayment With Term 
Insurance Protection For Return Of Note". 

Drawings Objections 

The Drawings (Figure 1 to Figure 3 on three sheets) submitted by the Applicant 
were initially filed on January 9, 2002, and re-filed on May 20, 2002. The Examiner 
notes that the aforesaid three Drawings filed in May 2002 by the Applicant are not 
labeled as "Replacement Sheet" pursuant to 37 CFR 1.121(d). Further, the Examiner 
notes that the aforesaid set of May 2002 filed Drawings is different from the set of 
Drawings filed as the January 2002 Drawings in that the May 2002 Drawings have 
better margins and are more centered in their placement within the sheet/page. 

The reference to "split-dollar agreement 21" in 3 rd line of paragraph [0014] of the 
Specification is Not supported in the three Drawings submitted by the Applicant. The 
Drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) because reference 
characters "17" and "21" have both been used to designate "split-dollar agreement". 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
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of the sheet, even if only one figure is being amended. Each drawing sheet submitted 
after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). 

The reference to "loan" in Figure 2, box 27 is Not supported by the claims of this 
invention, because the claims do not have any proper reference to a "loan" (please see 
details in Claim Rejections under Section 112, Second paragraph). 

The Examiner also notes that all the submitted Drawings (#1 , #2 and #3) are 
hand-sketches; are not professional Drawings; and have cursive hand-written notes. 
However, per MPEP §608.01, the Specification text, including text in Drawings, is 
required to be either typewritten or machine printed in a non-script type font. 

The aforesaid three Drawings submitted by the Applicant are Not acceptable, as 
they are also Not in compliance with the following titled paragraphs of 37 CFR 1 .84: 

(I) Characters of Lines, Numbers & Letters — as required per the statute, "Every 
line, number and letter must be durable, clean, and uniformly thick and well- 
defined.", and this section requirement applies to all hand-sketched Drawings submitted 
by the Applicant. 

(p) Numbers, Letters and Reference Characters — as required per the statute, 
1.84 (p)(1) specifically states, "Reference characters (numerals are preferred), sheet 
numbers, and view numbers must be plain and legible, and must not be used in 
association with brackets or inverted commas, or enclosed within outlines, e.g., 
encircled.", for example, but not limited to, all references (circled A to P) in Drawing #3 
are enclosed within outlines, i.e., encircled. Also, 1.84 (p)(1) states, "Reference 
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characters should be arranged to follow the profile of the object depicted.", for example, 
but not limited to, in Drawing #3, higher-numbered reference characters 18 and 18a 
precede many other lower-numbered reference characters 10, 10a, 12, 12a, 14,14a, 16 
and 16a. Further, 1.84 (p)(3) states that "Numbers, letters and reference characters 

must measure at least 0.32 cm (1/8 inch) in height.", and so on (please note that 

upon measuring, the size of letters in Figures 2 and 3 is less than one-eighth of an inch) 
— Applicant is advised to check all sub-paragraphs of 37 CFR 1.84 (p), especially the 
ones indicated above, and ensure that after any corrections that may be made by the 
Applicant, the Drawings should also comply with the sub-paragraph (5). 

(t) Numbering of Sheets of Drawings — as required as per the statute, "The 
number of each sheet should be shown by two Arabic numerals placed on either side of 
an oblique line, with the first being the sheet number and the second one being the total 
number of sheets of drawings, with no other marking." 

Appropriate correction is required per 37 CFR 1.85. 

New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because of the deficiencies noted above in this Office Action. Applicant is 
advised to employ the services of a competent patent draftsperson outside the Office, 
as the U.S. Patent and Trademark Office no longer prepares new drawings. The 
corrected drawings are required in reply to the Office action to avoid the abandonment 
of this application. The requirement for corrected drawings will not be held in abeyance. 
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Specification Objections 

Examiner has reviewed the 7-page Specification dated January 9, 2002 
submitted by the Applicant. The Specification is objected to because of the following 
erroneous informalities, and this is not an exhaustive list of errors: 

The reference to "split-dollar agreement 21" in 3 rd line of paragraph [0014] of the 
Specification is Not supported in the three Drawings submitted by the Applicant. The 
current Specification is objected to and it needs to be corrected, because reference 
characters "17" and "21" have both been used to designate "split-dollar agreement". 

The reference to "trust" is unclear about how this invention's process and/or 
method of 'actual wealth transfer 7 between a 'transferor' and a 'transferee' is 
consummated in this transaction (i.e., transfer of wealth), given that the Applicant has 
described within the Specification the "transferor" (or giver of wealth) to be "a trust" as 
recited in paragraph [001 1], while the Applicant again describes the "transferee" (or 
receiver of wealth) to be "a trust" as recited in paragraph [0012]; thereby making both 
the entities ('transferor' and 'transferee' of wealth) to be the same embodiment, i.e., "a 
trust". Further, it is even more confusing from review of Applicant's submitted Figure 1 
that shows a 2-way transfer of wealth between the "transferor" and the "trust" — 
presumably the "transferee" (obviously, it can Not be the "transferor" again)— and it is 
Not supported by step (a) of independent Claims 1 , 6, 1 1 , & 1 2. 

Appropriate corrections are required Applicant's cooperation is requested in 
correcting any errors of which the Applicant may become aware in the Specification. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-13 are rejected under 35 USC 101 because the claimed 
invention is directed to non-statutory subject matter. 

The disclosed invention lacks utility, because an ordinary person skilled in 
the art can Not practice this invention as claimed and disclosed herein, since this 
invention has disclosed the only way to determine the "economic benefit" in its 
Specification is by using IRS Table PS 58 (please see paragraphs [0023] and 
[0028] for the only five citations of "economic benefit" as described above). 

Claim 1 recites a "method (plan) of transferring wealth". The claimed 
invention is directed to non-statutory subject matter, because the claimed 
invention recites details of a 'wealth transfer plan', or "... transferring wealth in an 
effective manner while reducing the tax consequences of the transaction" (per 
paragraph [0001] of the Specification), without the ability to produce a "useful, 
concrete and tangible result" that can be repeated by a person skilled in the art 
based on the claims in this application, because the 'wealth transfer plan' can 
Not be implemented by a person skilled in the art as recited in claims due to the 
said person's inability to use the IRS Table PS 58 for "valuing" and for "tax 
reduction", since the use of Table PS 58 had been revoked by IRS a year earlier 
in January 2001, and it has become obsolete —per IRS "Notice 2002-8"-- after 
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January 1 , 2004, because December 31 , 2003 was the expiration date set by 
IRS for previously set-up 'grandfathered' split-dollar life insurance plans. 

That the Examiner notes that the Applicant has admitted to being aware 
and has in its possession the knowledge of the revoked status of the IRS Table 
PS 58 , per the Applicant's own submitted IDS form, filed on November 22, 2002, 
in which one of the five NPL documents is the 3-page IRS "Notice 2002-8", titled 
"Split-Dollar Life insurance Arrangements", which clearly states in the beginning 
paragraph on its page 398, first column that the aforesaid IRS Notice #2002-8 
"Revokes Notice 2001-10", and that Notice #2001-10 referred to the "valuing" of 
"current life insurance protection" being "provided by split-dollar life insurance 
arrangements" as well as "the Federal tax treatment of split-dollar life insurance 
arrangements". Also, per the claims of this invention as to the utility of this 
claimed invention in: "reducing the tax consequences of the transaction" was 
also revoked by the IRS per its Notice #2001-10. Thus, this claimed invention is 
reciting a method that lacks utility in this application, since in its claims, it recites 
the use of an already revoked use of a "valuing" method per "IRS Table PS 58" 
after a year it had been revoked by the IRS, and its utility in reducing the tax 
consequences has also been revoked by the IRS at the same time; and hence, 
the claimed "new invention" for a patent herein lacks the utility to produce a 
"useful, concrete and tangible result" as recited in the claims of this application. 

Claim 1 , when viewed as a whole, recites steps in a "method (plan) of 
transferring wealth" that lacks utility, and is thus inadequate, to produce the 
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repeatable results by a person skilled in the art as described above. Further, the 
Examiner notes that the Applicant's invention does not have a new or novel 
process or method since the "Split- Dollar Agreement" referenced by the 
applicant in its Specification and Figures 1 and 2, has been around since the 
1950s, if not earlier, as the IRS "Rev. Rul. 55-747" refers to a "Revenue Ruling 
from 1955, numbered 747", and hence the Examiner fails to see what the 
Applicant has described as its claims or the field of invention in paragraph [0001] 
is "new or novel" in year 2002, when it has existed for about half a century (fifty 
years) or Ipnger. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement for enablement of this invention. 

The Claims in this 'new' invention contain subject matter, as described 
and explained in sections above and below, which was not described in the 
Specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of 
the utility of the claimed invention. 
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Another example, but not limited to, refers to the purchase of an 
"insurance policy" at some cost in step (b) of independent Claims 1,6 & 1 1 and in 
step (c) of independent Claim 12, when the Applicant has Not defined what type 
of "insurance 1 policy" is being purchased (for example, life, health, automobile, 
mortgage, etc.) in these claims, and even within the category of life insurance 
(the category to which this invention seems to be directed to per the Examiner's 
reading of this invention, though it can easily apply also to mortgage insurance), 
the claim does Not state on whose life or lives is this "insurance policy" for; and 
the Examiner notes that there are many kinds of life insurance policies, such as 
term life, whole life, variable life, universal life, ordinary life, adjustable life, etc. 

In addition to the basis of rejections described in sections above, the 
Examiner notes that the claims in this application have Not described as to how 
the value of a note is determined in Claim 1 , step (a), which could be below the 
less than, equal to, or greater than the face value of the purchase of a presumed 
life "insurance policy" of some kind in Claim 1 , step (b). The "valuing" of an 
"economic benefit" as described in Claim 1, step (c) lacks utility as described 
above, and it is Neither related to the value of the "note" to enable the "wealth 
transfer plan" to take place Nor is it related to the face value of "insurance policy" 
for the term portion. 

1 1NSURANCE is defined in the "Dictionary of Insurance Terms", 4 th Edition, published by Barron's 
Business Guide, page 244, as the "mechanism for contractually shifting burdens of a number of 'Pure 
Risks' by pooling them. " Further, the same Dictionary defines 'Pure Risk' on page 41 1 as 

a "situation involving a chance of a loss or no loss, but no chance of gain. For example, either one's 
home burns or it does not; this risk is insurable. " 
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Further, the Examiner has searched for "IRS Table PS 58" on the IRS web 
site, but has been unsuccessful in finding it. However, this search led the 
Examiner to IRS Notice 2001-10, which was published as part of "Internal 
Revenue bulletin", "Bulletin No. 2001-5", published on January 29, 2001, on 
pages 459 to 464 (copy attached herewith as ready reference), wherein it clearly 
states on page 462, in the middle column, under sub-section "B. Revised 
Standards for Valuing Current Life Insurance Protection", which is part of section 
"IV. INTERIM GUIDANCE" that started on page 461, middle column, the IRS has 
clearly stated on page 462 under sub-section B.: "7. Rev. Rule. 55-747 is hereby 
revoked, and the IRS will no longer treat or accept the P.S. 58 rates set forth 
therein as a proper measure of the value of current life insurance protection for 
Federal tax purposes. Nonetheless, for taxable years ending on or before 
December 31. 2001, taxpayers may continue to use the P.S. 58 rates set forth in 
Rev. Rul. 55-747 for purposes of determining the value of current life insurance 
protection provided to an employee under a split-dollar arrangement or a 
qualified retirement plan." The Examiner notes that the Applicant has Not 
described its claimed invention as a 'new method' or 'new process' since the very 
foundation of this Applicant's invention is based on the "said valuing" —recited in 
all four independent claims— to be "performed according to IRS Table PS58" — 
recited in three dependent claims— and that this very "valuing" foundation of this 
application was not valid and lacked utility for a person in the art to practice it on 
the very day that this Applicant filed its claimed invention to the US PTO on 
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January 9, 2002, and that a person skilled in the art would not be able to produce 
repeated concrete results of the claimed invention due to the inability to use IRS 
Table PS 58 anymore, since the Applicant has claimed in paragraph [0001] of its 

Specification that the "present invention relates " to " reducing the tax 

consequences of the transaction", and the IRS in its Notice 2001-10, on page 
462, has clearly stated that the use of Table P.S. 58 is only limited upto tax years 
ending on or before December 31 , 2001 . IRS states further in the middle column 

of page 462, subsection B.: "2 With the revocation of Rev. RuL 55-747, 

the rates set forth in Table 2001 (Ed— shown on pages 463 & 464) are provided 

as an interim substitute for the P.S. 58 rates that taxpayers may rely upon " 

and it continues on to clarify that "The premium rates set forth in Table 2001 are 
materially lower than the P.S. 58 rates at all ages.", and the Examiner notes that 
rates in Table P.S. 58 could change or vary from year to year, given the above 
explanation and by IRS on page 460, third column, under sub-section "B. Value 
of Current life Insurance Protection" that "The P.S. 58 rates set forth in Rev. Rul. 
55-747, which are based on mortality tables originally published in 1946, no 
longer bear an appropriate relationship to the fair market value of current life 
insurance protection." IRS further states on page 461, first column under the 
same section about economic benefits being "understated" by the use of "P.S. 58 
rates" and the IRS clearly states that "No published guidance has authorized 
reliance on the P.S. 58 rates for this purpose.", thereby causing the Examiner to 
reject all claims referencing the term "economic benefit(s)". 
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The Examiner also notes that based on the searches done by the 
Examiner, all the previous rulings mentioned in Notice 2001-10 with reference to 
Table P.S. 58 were Not found on the IRS web site anymore since they have been 
revoked and are No longer listed by the IRS as something that is legal and valid 
currently; for example, but not limited to, for Rev. Rul. 55-747 — see the 
attached Revenue Rulings Archive - 1955 which does not show Rev. Rul. 55- 
747, but ends at Rev. Rul. 55-716 (2 nd page). Similarly, the Examiner has 
attached the Revenue Rulings archives from 1964 (showing the missing Rev. 
Rul. 64-328 on 2 nd page), from 1966 (showing the missing Rev. Rul. 66-110 on 
2 nd page), from 1967 (showing the missing Rev. Rul. 67-154 on 2 nd page), from 
1978 (showing the missing Rev. Rul. 78-420 on 5 th page), from 1979 (showing 
the missing Rev. Rul. 79-50 on 1 st page). Hence, all these search attachments 
from the IRS web site show that all the rulings of IRS making reference to Table 
PS 58 had been revoked by the IRS as per its Notice 2001-10 published on 
January 29, 2001 and that Table PS 58 is No longer a legal and valid means to 
perform any "valuing" as claimed by this invention/ applicant Nor does it allow 
any "tax reduction" as claimed in this application. 

Also, the claimed invention does Not describe specific means or resources 
for the "causing" process recited in steps (a), (b) and (d) of three independent 
Claims 1 , 6, & 1 1 , and their dependent claims. For example, but not limited to, 
step (a) of Claim 1 recites "causing a transferor to obtain a debt of a transferee, 
thereby acquiring a note from said transferee," without stating what means or 
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resources are being used for the action of "causing" the transfer, Nor does it 
describe how the amounts of "debt" and "note" are determined. The broadest 
interpretation of this recited step is: (i) that the action of "causing" the transfer is 
being performed in a vacuum without any basis for determining the amount of 
debt or note, and (ii) that it is performed by any procedure deemed suitable by 
any person; and this analysis also applies to rejection of independent Claims 6 & 
1 1 . Similar comments also apply to the other "causing" process steps (b) and 
(d) for the rejection of three independent Claims 1, 6, & 1 1 , and how to determine 
the face amount of "an insurance policy" to be purchased by the transferee. The 
Examiner also notes that the last "causing" recited in Claim 1, step (d), wherein 
the "said period" has been defined as "sufficiently large" is Not an actual 
"specific" time period and similarly, the phrase "sufficient economic benefit" is Not 
actually "specific" and thus, such ambiguous language makes this independent 
claim and its dependent claims Not "useful, concrete and tangible"; and how a 
determination is made of the amounts/values of the terms "sufficiently large" 
period and "sufficient economic benefit" in this step (d). Similar analysis applies 
to the rejection of independent Claims 6, 1 1 & 12, and their dependent claims. 

Further, the "valuing" of step (c) in Claim 1 (and independent Claims 6,11, 
& 12) and their dependent claims are vague and indefinite when they recite the 
use of "IRS Table PS 58" (in Claims 2, 7, &13) —use of which had been revoked 
about a year before in January 2001— and this table is subject to change every 
year due to revisions for "valuing" based on mortality tables; thus, the claimed 
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"new invention" does Not produce consistently repeatable or concrete result(s). 
Also, as part of "valuing" the "economic benefit" --as defined by the Applicant in 
the Specification, in paragraphs [0023] and [0028]— is according to IRS Table 
PS58, in all the five (5) instances listed in this Specification. But, as stated 
above, the use of Table PS 58 for "valuing" was revoked by the IRS, US 
Department of Treasury in January 2001. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3, 4, 6 and 11 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Independent Claims 1, 6 and 11 recite the limitation "said policy" in line 4 
of Claim 1 , step (b); in line 5 of Claim 6, step (b); and in line 5 of Claim 1 1 , step 
(b). There is insufficient antecedent basis for this limitation in the claim. The 
Examiner notes that a better, and correct, way would be to recite it as "said 
insurance policy" as has been already done in Claims 3 and 8. 

Dependent Claims 3 and 4 recite the limitation "said loan" in line 2 of 
Claim 3 and line 2 of Claim 4. There is insufficient antecedent basis for this 
limitation in the claim. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sanjeev Malhotra whose telephone number is 571-272- 
7292. The examiner can normally be reached on Flexible schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James A. Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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